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ORDER ON DEFENDANTS' MOTIONS IN LIMINE 


BEFORE THE COURT are Defendants Mitsubishi Heavy Industries, Ltd.'s and 

Mitsubishi Power Systems Americas, Inc.'s (collectively "Mitsubishi") Motions in 

Limine filed on January 27, 2012 (Doc. No. 444). Plaintiff General Electric Company's 

("GE") filed a Response on February 10, 2012 (Doc. No. 460). The Court heard 

arguments regarding these Motions at a pretrial conference on February 21, 2012. After 

considering the briefs and arguments of the parties, the Court finds as follows: l 

1. 	 The Court DENIES AS MOOT Mitsubishi's Motion to preclude GE from 
presenting evidence or argument claiming damages for wind turbines that 
were never installed. 

Mitsubishi's Motion to preclude GE from presenting evidence or argument 

claiming damages for wind turbines that were never installed assumes a finding that 

Mitsubishi's assembled turbines infringe the '055 patent. Mitsubishi's Mot., at 9-10 

("[U]nassembled components of Mitsubishi's accused wind turbines cannot infringe the 

I This Order resolves Doc. No. 444. 
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asserted claims of the '055 patent"; "Because canceled orders for Mitsubishi's wind 

turbines were never installed, those products do not infringe the '055 patent claims and 

GE is not entitled to any damages for those products."). Because the Court granted 

summary judgment of invalidity with respect to the '055 patent, this Motion no longer 

has any bearing on the issues in the case. Accordingly, Mitsubishi's Motion to preclude 

GE from presenting evidence claiming damages for wind turbines that were never 

installed is hereby DENIED AS MOOT. 

2. 	 The Court DENIES Mitsubishi's Motion to preclude GE from presenting 
evidence or argument claiming damages for activities occurring before GE 
filed suit on February 10,2010. 

Mitsubishi argues that GE should be barred from claiming damages associated 

with any acts of infringement that occurred prior to GE's filing of the complaint on 

February 10,2010, on the ground that GE failed to comply with the statutory requirement 

that a patent owner "who makes, offers for sale, or sells ... any patented article ... give 

notice to the public that the same is patented," by marking the article. 35 U.S.C. § 287 

(2006). 35 U.S.c. § 287 provides, 

[i]n the event of failure so to mark, no damages shall be recovered by the 
patentee in any action for infringement, except on proof that the infringer 
was notified of the infringement and continued to infringe thereafter, in 
which event damages may be recovered only for infringement occurring 
after such notice. 

Jd. Where both product and method claims are asserted, the patentee is required to mark 

its products "in order to recover damages under its method claims prior to actual or 

constructive notice being given to [the defendant]." Am. Med. Sys., Inc. v. Med. Eng'g 

Corp., 6 F.3d 1523, 1538 (Fed. Cir. 1993). However, the marking statute does not apply 
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when the asserted claims are directed exclusively to a method or process. Hanson v. 

Alpine Valley Ski Area, Inc., 718 F.2d 1075, 1082-83 (Fed. Cir. 1983). 

In light of the Court's ruling granting summary judgment of invalidity with respect 

to the '055 patent, the Court considers only those arguments that involve the '705 patent. 

Mitsubishi recognizes that the only asserted claim of the '705 patent covers a method, not 

a product, but argues that GE's damages should nevertheless be limited because GE 

failed to mark products associated with claims 9 and 13 of the '705 patent, which it 

initially asserted and later dropped. GE counters that it should not be precluded from 

claiming damages for activities occurring before it filed suit because the marking statute 

does not apply where the claim asserted covers only a method, not a product. GE argues 

that it should not be punished for having asserted and later dismissed claims covering 

unmarked products because it did so in order to ensure compliance with the Local Patent 

Rules for the Northern District of Texas, which require early disclosure of infringement 

contentions and limited opportunity for later amendment. The question before the Court 

is whether GE's failure to mark products associated with dismissed claims merits a 

decision as a matter of law that any damages GE can recover for infringement of the 

method claim asserted are limited to the period after it filed suit against Mitsubishi. The 

Court concludes that it does not. 

In American Medical Systems, Inc. v. Medical Engineering Corp., the patentee 

asserted both method and product claims. Am. Med. Sys., 6 F.3d at 1539. Citing the 

marking statute's purpose of encouraging public notice of patent rights, the Federal 

Circuit found that in order to recover pre-notice damages for both the method and product 
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claims asserted, the patentee had to mark the patented products. Id. at 1537-39. 

However, in Crown Packaging Tech. v. Rexam Beverage Can Co., the Federal Circuit 

decided that the policy goal of the marking statute as articulated in American Medical 

Systems was not enough to trigger application of the statute where the patentee asserted 

only method claims, even though the patent at issue also claimed products, which the 

patentee had failed to mark. Crown Packaging Tech. v. Rexam Beverage Can Co., 559 

F.3d 1308,1316 (Fed. Cir. 2009). 

Like the Crown Packaging court, this Court finds that the marking statute is not 

triggered because the only claim now in suit covers a method, not a product. The Court 

declines to limit the scope of GE's recoverable damages to the period of time after GE 

filed suit solely because GE once asserted claims over unmarked products. Accordingly, 

Mitsubishi's Motion to Preclude GE from introducing evidence or argument relating to 

damages incurred before the date of suit is DENTED. The Court will later issue a 

decision consistent with this Order that details its position on the unique facts presented 

here to supplement the body of law interpreting the marking statute. 

3. 	 The Court DENIES Mitsubishi's Motion to preclude GE from presenting 
evidence or argument seeking lost profits for sales occurring before the 
'705 patent issued. 

Next, Mitsubishi argues that GE should be precluded from presenting evidence or 

argument relating to lost profits. Mitsubishi contends that because it sold turbines before 

the '705 patent was issued to GE in December of 2009, lost profits is not an appropriate 

measure of damages. GE counters that the act of infringement that caused the loss was 
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not the sale, but the commission and installation of the infringing turbines, which 

occurred after the patent was issued. 

"To recover lost profits, the patent owner must show causation in fact, establishing 

that but for the infringement, he would have made additional profits." Weschler v. Macke 

Int'l Trade, Inc., 486 F.3d 1286, 1293 (Fed. Cir. 2007) (internal quotation marks 

omitted). Causation is a question of fact for the jury. Gutierrez v. Excel Corp., 106 F.3d 

683, 687 (5th Cir. 1997). Mitsubishi relies on Siemens Med. Solutions USA, Inc. v. Saint

Gobain Ceramics, for the proposition that lost profit damages are not appropriate when 

there are no sales during the infringement period. 637 F.3d 1269 (Fed. Cir. 2011). 

However, in Siemens the Federal Circuit merely affirmed the district court's reduction of 

damages because there was no evidence that the defendant ever profited off a certain 

subset of infringing products. Id. at 1290. The Court is guided instead by Brooktree 

Corp v. Advanced Micro Devices, in which the patentee was awarded lost profit damages 

for reducing the price of its patented products before realizing the infringing nature of the 

defendant's sales. 977 F.2d 1555, 1579-1581 (Fed. Cir. 1992). The Federal Circuit 

explained that "whether competitive price reductions are properly included as lost profits 

is a question of fact, which turns on the relationship between AMD's actions and 

Brooktree's price reductions." Id. at 1580. 

The same factual inquiry that the court described in Brooktree is necessary in this 

case. The Court finds that the "but for" test governing the award of lost profits is not 

limited to sales that occurred after a patent is issued and declines to decide as a matter of 

law something that is clearly a matter of disputed fact. If GE can prove by a 

5 




preponderance of the evidence that but for Mitsubishi's infringement, it would have made 

additional profits, then it is entitled to introduce expert testimony regarding an 

appropriate amount oflost profit damages. Accordingly, Mitsubishi's Motion to preclude 

GE from presenting evidence or argument seeking lost profits for sales occurring before 

the '705 patent issued is DENIED. The Court will later issue a decision consistent with 

this Order that details its position on the facts presented to supplement the body of law 

concerning lost profit damages. 

4. 	 The Court GRANTS IN PART Mitsubishi's Motion to preclude GE from 
presenting evidence or argument that Mitsubishi "copied" GE's patents or 
products. 

Mitsubishi argues that GE should be precluded from presenting evidence or 

argument suggesting that Mitsubishi copied GE's patents or products at any time during 

trial. Mitsubishi contends that the probative value of any such evidence or argument is 

substantially outweighed by its tendency to confuse and inflame the jury. GE counters 

that evidence that Mitsubishi copied GE's patents or the technology claimed therein is 

highly probative because it bears on the intent element of GE's inducing infringement 

argument. 

Mitsubishi's Motion refers both to documents it understands GE intends to use for 

the purpose of showing that Mitsubishi copied a number of patents not now in suit, in 

addition to the '705 patent. At the hearing, GE explained that it does not intend to 

introduce any evidence of copying that concerns patents other than the '705 patent. In 

light of the parties' agreement, Mitsubishi's Motion is GRANTED IN PART. GE is 

precluded from introducing evidence that Mitsubishi copied any patent other than the 
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'705 patent, or any technology other than that claimed in the '705 patent. The parties are 

ORDERED to meet and confer as soon as possible to determine which documents are 

still in dispute, that is, which documents GE intends to use as evidence of copying that 

unambiguously refer to the '705 patent or the technology claimed therein. The parties are 

ORDERED to submit these documents to the Court for in camera inspection as soon as 

possible, but no later than the morning of Thursday, February 23, 2012. The Court will 

issue a supplemental order addressing these documents by Monday, February 27,2012. 

5. The Court DENIES AS MOOT Mitsubishis' Motion to preclude GE from 

presenting untimely evidence regarding infringement of the '055 patent. 


In light of the Court's ruling granting summary judgment of invalidity with respect 


to the '055 patent, Mitsubishi's Motion to preclude GE from presenting evidence 

regarding infringement thereof is hereby DENIED AS MOOT. 

United States Semor Ulstnct Juage 
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