UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA
Select Comfort Corporation,
Plaintiff,
Case No. 14-cv-245 (JNE/TNL)
ORDER

v.
Tempur Sealy International, Inc.,
Defendant.

On June 23, 2017, the Court filed a Memorandum [Docket No. 259] under seal
and granted the parties an opportunity to propose redactions. Select Comfort Corporation
proposed several. Tempur Sealy International, Inc., asserted that none should be made.
Having considered the parties' proposals, the Court files the attached, redacted version of
the Memorandum. Docket No. 259 shall remain under seal.
IT IS SO ORDERED.
Dated: July 12, 2017
s/ Joan N. Ericksen
JOANN. ERICKSEN
United States District Judge

UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA
Select Comfort Corporation,
Plaintiff,
Case No. 14-cv-245 (JNE/TNL)
MEMORANDUM
(FILED UNDER SEAL)

v.
Tempur Sealy International, Inc.,
Defendant.

Andrew S. Hansen and Archana Nath, Fox Rothschild LLP, appeared for Select Comfort
Corporation.
Steven G. Schortgen and Ravi S. Deol, K&L Gates LLP, and Katherine A. Moerke,
Stinson Leonard Street LLP, appeared for Tempur Sealy International, Inc.

Select Comfort Corporation brought this action against Tempur Sealy
International, Inc., for infringement of U.S. Patent No. 5,904, 172 (filed July 28, 1997).
Tempur Sealy asserted counterclaims for declarations of noninfringement, invalidity, and
unenforceability. Several motions are before the Court: (1) Select Comfort's Daubert
Motion to Exclude Portions of Bernhard Kuchel's Expert Report and Testimony; (2)
Select Comfort's Daubert Motion to Exclude Portions of Kristopher Boushie's Expert
Report and Testimony; (3) Select Comfort's Daubert Motion to Exclude Portions of
Richard M. Lueptow's Expert Report and Testimony; (4) Select Comfort's Motion for
Partial Summary Judgment; (5) Tempur Sealy's Motion to Exclude Certain Expert
Opinions and Testimony of Dr. John Abraham; (6) Tempur Sealy's Motion to Exclude
the Opinion Testimony of Dr. Steven Schwartz; (7) Tempur Sealy's Motion for Summary
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Judgment; and (8) Tempur Sealy's Motion to Exclude Certain of Plaintiff's Summary
Judgment Evidence. For the reasons set forth below, the Court grants in part and denies
in part Select Comfort's motions to exclude portions of Kuchel's, Boushie's, and
Lueptow's reports and testimony. The Court denies Select Comfort's Motion for Partial
Summary Judgment. The Court grants Tempur Sealy's motions that are directed toward
Abraham and Schwartz. The Court grants in part and denies in part Tempur Sealy's
Motion for Summary Judgment. The Court denies Tempur Sealy' s Motion to Exclude
Certain of Plaintiff's Summary Judgment Evidence.
I.

BACKGROUND

The '172 Patent is entitled "Valve Enclosure Assembly." The invention relates to
"[a]n improved valve enclosure assembly for use with an air inflatable mattress
includ[ing] at least one air bladder, a pump fluidly coupled to the at least one air bladder
for providing compressed air thereto, and a processor for providing commands to the
improved valve enclosure assembly during an inflate/deflate cycle." '172 Patent, at [57].
The valve enclosure assembly is "fluidly coupled intermediate the pump and the at least
one air bladder for controlling the inflation" of the bladder. Id. "An enclosure defines a
substantially fluidly sealed air chamber and has at least one air inlet to the air chamber
being fluidly coupled to the pump. A pressure monitor is operably coupled to the
processor and is in fluid communication with the at least one bladder for continuously
monitoring the pressure in the at least one bladder." Id.
As initially issued, the '172 Patent had 18 claims. A certificate of correction was
issued in May 1999. In three dependent claims, references to independent claims were
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corrected. In January 2014, the United States Patent and Trademark Office issued an ex
parte reexamination certificate. The patentability of claims 2, 4-6, 11, 12, and 14-18 was
confirmed. Claims 1 and 10 were cancelled. Claim 9 was determined to be patentable as
amended. Claims 3, 7, 8, and 13 were not reexamined. Claims 19-25 were added and
determined to be patentable.
In this case, Select Comfort alleged that Tempur Sealy infringed claims 2, 6, and
16. The accused product is the assembly that is used to monitor and control pressure in
Tempur Sealy's Tempur-Choice beds. The asserted claims appear below.

Claim 2
An improved valve enclosure assembly for use with an air inflatable
mattress having at least one air bladder inflated by compressed air, a pump
fluidly coupled to the at least one air bladder for providing compressed air
thereto, and a processor for providing commands to the improved valve
enclosure assembly during an inflate/deflate cycle, the improved valve
enclosure assembly being fluidly coupled intermediate the pump and the at
least one air bladder for controlling the inflation of the at least one air
bladder, comprising:
an enclosure defining a substantially fluidly sealed air chamber and
having at least one air inlet to the air chamber being fluidly coupled
to the pump, a plurality of guides and stops being disposed within
the enclosure for correctly positioning components within the
enclosure; and
pressure monitor means being operably coupled to the processor and
being in fluid communication with the at least one bladder for
continuously monitoring the pressure in the at least one bladder.

Claim 6
An improved valve enclosure assembly for use with an air inflatable
mattress having at least one air bladder inflated by compressed air, a pump
fluidly coupled to the at least one air bladder for providing compressed air
thereto, and a processor for providing commands to the improved valve
enclosure assembly during an inflate/deflate cycle, the improved valve
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enclosure assembly being fluidly coupled intermediate the pump and the at
least one air bladder for controlling the inflation of the at least one air
bladder, comprising:
an enclosure defining a substantially fluidly sealed air chamber and
having at least one air inlet to the air chamber being fluidly coupled
to the pump, the enclosure being formed of an enclosure portion and
a rear cover portion, a flexible seal being compressively interposed
between the enclosure portion and a rear cover portion to effect a
substantially fluid tight seal therebetween; and
pressure monitor means being operably coupled to the processor and
being in fluid communication with the at least one bladder for
continuously monitoring the pressure in the at least one bladder.
Claim 16

An improved valve enclosure assembly for use with an air inflatable
mattress having at least one air bladder inflated by compressed air, a pump
fluidly coupled to the at least one air bladder for providing compressed air
thereto, and a processor for providing commands to the improved valve
enclosure assembly during an inflate/deflate cycle, the improved valve
enclosure assembly being fluidly coupled intermediate the pump and the at
least one air bladder for controlling the inflation of the at least one air
bladder, comprising:
an enclosure defining a substantially fluidly sealed air chamber and
having at least one air inlet to the air chamber being fluidly coupled
to the pump, the enclosure being formed of an enclosure portion and
a rear cover portion, a flexible seal being compressively interposed
between the enclosure portion and a rear cover portion to effect a
substantially fluid tight seal therebetween;
at least one valve operably coupled to the enclosure being in
selective fluid communication with the air chamber and being in
fluid communication with the at least one air bladder for selectively
fluidly coupling the air chamber to at least one air bladder; and
pressure monitor means being operably coupled to the processor and
being in fluid communication with the at least one valve for
monitoring the pressure in the at least one bladder.
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II.
A.

DISCUSSION

Motions to exclude experts

"The Federal Circuit applies its own law with respect to issues of substantive
patent law and certain procedural issues pertaining to patent law, but applies the law of
our sister circuits to non-patent issues." Research Corp. Techs., Inc. v. Microsoft Corp.,
536 F.3d 1247, 1255 (Fed. Cir. 2008). The law of the regional circuit applies to the
admissibility of expert testimony. Summit 6, LLC v. Samsung Elecs. Co., 802 F.3d 1283,
1294 (Fed. Cir. 2015).
Rule 702 of the Federal Rules of Evidence governs the admissibility of expert
testimony. It states:
A witness who is qualified as an expert by knowledge, skill,
experience, training, or education may testify in the form of an opinion or
otherwise if:
(a) the expert's scientific, technical, or other specialized knowledge
will help the trier of fact to understand the evidence or to determine
a fact in issue;
(b) the testimony is based on sufficient facts or data;
(c) the testimony is the product of reliable principles and methods;
and
(d) the expert has reliably applied the principles and methods to the
facts of the case.
Fed. R. Evid. 702. The rule was amended in 2000 in response to Daubert v. Merrell Dow
Pharmaceuticals, Inc., 509 U.S. 579 (1993), and the many cases that applied Daubert.
Fed. R. Evid. 702 advisory committee's notes to 2000 amendments. "Daubert charged
trial judges with acting as gatekeepers to exclude unreliable expert testimony. Daubert
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provides a district court with the discretion necessary to close the courtroom door to 'junk
science' and to admit reliable expert testimony that will aid the trier of fact." Robinson v.
GEICO Gen. Ins. Co., 447 F.3d 1096, 1100 (8th Cir. 2006) (citation omitted). "Vigorous
cross-examination, presentation of contrary evidence, and careful instruction on the
burden of proof are the traditional and appropriate means of attacking shaky but
admissible evidence." Id. (quoting Daubert, 509 U.S. at 595). "It is within 'the broad
discretion of the trial court' whether to allow specific expert testimony." Kozlov v.
Associated Wholesale Grocers, Inc., 818 F.3d 380, 393 (8th Cir. 2016) (quoting
Bradshaw v. FFE Transp. Servs., Inc., 715 F.3d 1104, 1107 (8th Cir. 2015)).
1.

Tempur Sealy's motions
a.

Dr. John Abraham

Tempur Sealy moved to exclude the opinion of Select Comfort's technical expert,
Abraham, that
Select Comfort maintained that Tempur Sealy's motion is "baseless" and "goes to the
weight and credibility" of Abraham's testimony, not its admissibility.
The' 172 Patent's claims refer generally to a pump. Each asserted claim recites "a
pump fluidly coupled to the at least one air bladder for providing compressed air thereto,"
"the improved valve enclosure assembly being fluidly coupled intermediate the pump and
the at least one air bladder for controlling the inflation of the at least one air bladder," and
"an enclosure defining a substantially fluidly sealed air chamber and having at least one
air inlet to the air chamber being fluidly coupled to the pump." According to the' 172
Patent's detailed description of the drawings, "[p]ump 112 may be made substantially in
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accordance with the pump 12 of FIG. 1. Other types of pumps are also suitable for use
with the improved valve enclosure assembly 100." '172 Patent col. 3 1. 65 to col. 4 1. 1.
The detailed description of the drawings refers to the "generally circular fan housing of
the pump 112." '172 Patent col. 5 11. 1-2. It also refers to a particular configuration of
the pump as a fan:
For use with a particular configuration of the pump 112, the
improved valve enclosure assembly 100 has an upwardly directed flange
186 formed on the side 164. The flange 186 has a screw slot 188 defined
therein for coupling to the fan 112 by means of a screw inserted therein and
threaded into a bore defined in the housing of the fan 112.
'172 Patent col. 5 11. 18-23. Later, the process of deflation is described. Certain pumps
allow deflation by running the pump in reverse. '172 Patent col. 7 11. 29-35. Other
pumps are fluidly sealed in an unpowered state and require an "alternative route to deflate
the bladder." '172 Patent col. 7 11. 36-40. "With some configurations of the pump 112,
monitoring can be provided by coupling the pressure monitoring port 146 of the rear
cover 132 to the processor." '172 Patent col. 8 11. 3-6. "[W]ith other types of pumps 112,
such monitoring must be taken from the valve 218 and may not be continuous, as
provided for above." ' 172 Patent col. 8 11. 7-9.
The Federal Circuit "has held that allowing a witness to testify before the jury on
claim construction would be improper." Sundance, Inc. v. DeMonte Fabricating Ltd.,
550 F.3d 1356, 1364 n.6 (Fed. Cir. 2008); see Cordis Corp. v. Boston Sci. Corp., 561
F.3d 1319, 1337 (Fed. Cir. 2009). Abraham's opinion that
constitutes improper testimony regarding
claim construction, and it contradicts the specification. See Novartis Phann. Corp. v.
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Abbott Labs., 375 F.3d 1328, 1335 (Fed. Cir. 2004) ("Although extrinsic evidence may
be used by the court to help understand the disputed limitation, it may not be used to
vary, contradict, expand, or limit the claim language from how it is defined, even by
implication, in the specification or file history."); Riverwood Int'! Corp. v. R.A. Jones &
Co., 324 F.3d 1346, 1358 (Fed. Cir. 2003). The Court grants Tempur Sealy's motion.

b.

Dr. Steven Schwartz

Tempur Sealy moved to exclude the opinions of Select Comfort's damages expert,
Schwartz, regarding lost profits and reasonable royalties. He offered the following
opinions on Select Comfort's damages from Tempur Sealy's alleged infringement:

•

•

•
1)

Lost profits

"Whether lost profits are legally compensable in a particular situation is a question
oflaw that we review de nova. 'To recover lost profits, the patent owner must show
causation in fact, establishing that but for the infringement, he would have made
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additional profits.'" Siemens Med. Sols. USA, Inc. v. Saint-Gobain Ceramics & Plastics,

Inc., 637 F.3d 1269, 1287 (Fed. Cir. 2011) (citation omitted) (quoting Wechsler v. Macke
Int'! Trade, Inc., 486 F.3d 1286, 1293 (Fed. Cir. 2007)). "There is no particular required
method to prove but for causation. One 'useful, but non-exclusive' method to establish
the patentee's entitlement to lost profits is the Panduit test first articulated by the Sixth
Circuit." Mentor Graphics Corp. v. EVE-USA, Inc., 851F.3d1275, 1284 (Fed. Cir.
2017) (quoting Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1545 (Fed. Cir. 1995) (en
bane)); see Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156 (6th
Cir. 1978). In this case, Select Comfort sought lost profits under the test set forth in

Panduit, which the Federal Circuit recently discussed:
Under the Panduit test, a patentee is entitled to lost profit damages if
it can establish four things:
( 1) demand for the patented product;
(2) absence of acceptable non-infringing alternatives;
(3) manufacturing and marketing capability to exploit the demand;
and
(4) the amount of profit it would have made.
Damages under Panduit are not easy to prove.
We have explained the relationship between the first two Panduit
factors. The first factor-demand for the patented product-considers
demand for the product as a whole. The second factor-the absence of
non-infringing alternatives-considers demand for particular limitations or
features of the claimed invention. Together, requiring patentees to prove
demand for the product as a whole and the absence of non-infringing
alternatives ties lost profit damages to specific claim limitations and
ensures that damages are commensurate with the value of the patented
features.
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The second factor, absence of acceptable non-infringing alternatives,
often proves the most difficult obstacle for patent holders. Under this
factor, ifthere is a noninfringing alternative which any given purchaser
would have found acceptable and bought, then the patentee cannot obtain
lost profits for that particular sale. For example, if the customer would
have bought the infringing product without the patented feature or with a
different, non-infringing alternative to the patented feature, then the
patentee cannot establish entitlement to lost profits for that particular sale.
And this determination is made on a customer-by-customer basis. For this
reason, it is quite common to see damage awards where ... the patentee
proves entitlement to lost profits for some of its sales, but not others. For
sales in which the patentee cannot prove the elements necessary to establish
entitlement to lost profits, the statute guarantees the patentee a reasonable
royalty for those sales. In those circumstances, the patentee obtains its lost
profits on the sales where it can prove all the Panduit factors and a
reasonable royalty on the other infringing sales.
Mentor Graphics, 851 F.3d at 1285-86 (footnote omitted) (citations omitted); see DePuy
Spine, Inc. v. Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 1331 (Fed. Cir. 2009)
("[T]he focus on particular features corresponding to individual claim limitations is
unnecessary when considering whether demand exists for a patented product under the
first Panduit factor. Rather, the elimination or substitution of particular features
corresponding to one or more claim limitations goes to the availability of acceptable
noninfringing substitutes under the second Panduit factor .... ").
Tempur Sealy asserted that Schwartz's opinion regarding lost profits should be
excluded because "there is no evidence that the patented features form the basis of
consumer demand, which is required to prove the absence of a non-infringing alternative
under the second Panduit factor." See Mentor Graphics, 851 F.3d at 1289 ("A patentee
cannot obtain lost profits unless it and only it could have made the sale-there are no
non-infringing alternatives or, put differently, the customer would not have purchased the
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product without the infringing feature."). Select Comfort maintained that Schwartz
adequately analyzed the existence of noninfringing alternatives.
In his report, Schwartz stated that

To support its assertion that Schwartz's opinion on lost profits should be excluded,
Tempur Sealy cited the deposition testimony of Schwartz, Abraham, Select Comfort's
senior director of research and development, and one of the inventors. At his deposition,

Abraham
testified that
Select Comfort's senior director of research and
development testified that
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One of the inventors of
the' 172 Patent testified that

As to the critical advantages of the patented valve enclosure assembly, Schwartz
testified that

Similarly, one of the inventors of the' 172 Patent testified that

"[T]o prove that there are no acceptable noninfringing substitutes, the patent
owner must show either that ( 1) the purchasers in the marketplace generally were willing
to buy the patented product for its advantages, or (2) the specific purchasers of the
infringing product purchased on that basis." Standard Havens Prods., Inc. v. Gencor
Indus., Inc., 953 F.2d 1360, 1373 (Fed. Cir. 1991); see Slim/old Mfg. Co. v. Kinkead
Indus., Inc., 932 F.2d 1453, 1458 (Fed. Cir. 1991) ("Slimfold contends that the old
hardware used by Kinkead and other companies cannot be acceptable non-infringing
alternatives because they do not have the advantages of the new hardware covered by the
Ford patent. That proposition may be correct if it is shown that consumers specifically
want a device with those advantages."). In the absence of such evidence, the Court
concludes that Schwartz's opinion on lost profits must be excluded. See Neb. Plastics,
Inc. v. Holland Colors Ams., Inc., 408 F.3d 410, 416 (8th Cir. 2005) (stating that the
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factual basis of an expert opinion generally relates to credibility not admissibility and that
"ifthe expert's opinion is so fundamentally unsupported that it can offer no assistance to
the jury, it must be excluded"). Having excluded Schwartz's opinion on lost profits, the
Court need not consider the additional reasons advanced by Tempur Sealy to exclude it.

2)

Reasonable royalty

Schwartz opined that
The range is the product of royalty rates and Tempur Sealy's
revenues attributable to the accused products. Tempur Sealy asserted that the opinion
should be excluded because it violates the entire market value rule.
"Where small elements of multi-component products are accused of infringement,
calculating a royalty on the entire product carries a considerable risk that the patentee will
be improperly compensated for non-infringing components of that product. Thus, it is
generally required that royalties be based not on the entire product, but instead on the
'smallest salable patent-practicing unit."' LaserDynamics, Inc. v. Quanta Computer,
Inc., 694 F.3d 51, 67 (Fed. Cir. 2012); see VirnetX, Inc. v. Cisco Sys., Inc., 767 F.3d

1308, 1326 (Fed. Cir. 2014) ("[W]hen claims are drawn to an individual component of a
multi-component product, it is the exception, not the rule, that damages may be based
upon the value of the multi-component product."). "The entire market value rule is a
narrow exception to this general rule. If it can be shown that the patented feature drives
the demand for an entire multi-component product, a patentee may be awarded damages
as a percentage of revenues or profits attributable to the entire product." LaserDynamics,
694 F.3d at 67. That the patented feature is viewed as "valuable, important, or even
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essential" to the use of the overall product is insufficient. VirnetX, 767 F.3d at 1326-27;

see LaserDynamics, 694 F.3d at 68 ("Put another way, if given a choice between two
otherwise equivalent laptop computers, only one of which practices optical disc
discrimination, proof that consumers would choose the laptop computer having the disc
discrimination functionality says nothing as to whether the presence of that functionality
is what motivates consumers to buy a laptop computer in the first place. It is this latter
and higher degree of proof that must exist to support an entire market value rule
theory."). There is no evidence that the patented valve enclosure assembly drove
consumer demand. The Court therefore excludes Schwartz's opinion that

See Info-Hold, Inc.
v. MuzakLLC, 783 F.3d 1365, 1371 (Fed. Cir. 2015); VirnetX, 767 F.3d at 1329.
In the alternative, Schwartz opined that

Tempur Sealy asserted that the opinion should be excluded because Schwartz failed to
apportion between the patented features and the unpatented features. See VirnetX, 767
F.3d at 1329 ("[A] patentee's obligation to apportion damages only to the patented
features does not end with the identification of the smallest salable unit if that unit still
contains significant unpatented features."). The profit per pump is based on an assembly
that comprises a power supply, hand controls, and the pump itself. In turn, the pump
contains several components, such as an air compressor, a printed circuit board, and a
pressure transducer. At his deposition, Schwartz acknowledged that he did not apportion
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between the patented and unpatented features in his reasonably royalty analysis. The
Court excludes this opinion. See id.

2.

Select Comfort's motions
a.

Bernhard Kuchel

Select Comfort moved to exclude three categories of invalidity opinions offered
by Kuchel. First, Select Comfort moved to exclude opinions based on prior art references
that were not properly included in Tempur Sealy's Third Prior Art Statement. Second,
Select Comf01i moved to exclude Kuchel's opinions that are based on his physical review
of evidence after submission of his expert report. Third, Select Comfort moved to
exclude Kuchel's opinions that are based on improper claim constructions.

1)

Prior art

Select Comfort moved to exclude Kuchel's opinions that are based on U.S. Patent
No. 5,652,484, PCT Application Publication No. WO 96/13947 (PCT Application), or
Select Comfort's Ultra Firmness Control System 2 (UFCS2). Tempur Sealy
acknowledged that the Court precluded Tempur Sealy from asserting the '484 Patent and
the PCT Application as prior art. Tempur Sealy asserted that it does not intend to raise
the '484 Patent and the PCT Application as prior art at trial. It maintained the Court
previously permitted it to include the UFCS2 as part of its invalidity case.
In an Order dated June 9, 2016, the magistrate judge denied Tempur Sealy's
motion to amend its prior art statement insofar as it sought to add the UFCS2. The
magistrate judge's June 9 Order was affirmed. Thus, Kuchel may not offer opinions that
are based on the UFCS2.
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Insofar as Select Comfort moved to exclude Kuchel's opinions that are based on
the '484 Patent, the PCT Application, or the UFCS2, the Court grants the motion.

2)

Review of Classic Firmness Control System

Select Comfort moved to exclude Kuchel's opinions that are based on his review
of a Classic Firmness Control System (CFCS) after disclosure of his expert report. "If a
party fails to provide information ... as required by Rule 26(a) or (e), the party is not
allowed to use that information or witness to supply evidence on a motion, at a hearing,
or at a trial, unless the failure was substantially justified or is harmless." Fed. R. Civ. P.
37(c)(l). An expert report must contain "a complete statement of all opinions the witness
will express and the basis and reasons for them," as well as "the facts or data considered
by the witness in forming them." Fed. R. Civ. P. 26(a)(2)(B)(i)-(ii). A party must
disclose an expert report "at the times and in the sequence that the court orders." Fed. R.
Civ. P. 26(a)(2)(D). "The parties must supplement these disclosures when required under
Rule 26(e)." Fed. R. Civ. P. 26(a)(2)(E).
The pretrial scheduling order required disclosure of expert reports by May 2, 2016,
and rebuttal expert reports by August 1, 2016. It required completion of all expert
discovery, including expert depositions, by August 29, 2016. Kuchel disclosed his report
on May 2. In it, he disclosed opinions that were based in part on photographs of a CFCS.
He did not physically review a CFCS. Later, Tempur Sealy obtained a CFCS that was
manufactured before the' 172 Patent's filing date. Kuchel inspected it and disclosed that
he had done so at his deposition, which took place on August 26, 2016. His testimony
about the model number that he inspected was imprecise. Tempur Sealy did not produce
16

the pump that Kuchel inspected to Select Comfort. Tempur Sealy apparently provided
photographs of it only in response to Select Comfort's motion. Tempur Sealy has not
demonstrated that its failure to provide the information required by Rule 26 was
substantially justified or harmless.
Insofar as Select Comfort moved to exclude Kuchel's opinions that are based on
his physical review of a CFCS, the Court grants the motion. See Wegener v. Johnson,
527 F.3d 687, 692 (8th Cir. 2008).

3)

Claim constructions

Referring to the pressure monitor means of claims 2 and 6, Select Comfmi moved
to exclude Kuchel's opinions to the extent he "attempts to assert an opinion based upon a
construction that is dilatory or contrary to the Court's claim construction order." Select
Comfort acknowledged that Kuchel testified at his deposition that he applied the Court's
claim construction. Tempur Sealy disclaimed any intent to offer "any constructions
contrary to the Court's constructions." The Court discerns no opinions offered by Kuchel
about claims 2 and 6 that are based on dilatory or contrary claim constructions. Cf
Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312, 1321 (Fed. Cir. 2009) ("Once a
district court has construed the relevant claim terms, and unless altered by the district
court, then that legal determination governs for purposes of trial. No party may
contradict the court's construction to a jury.").
Select Comfort moved to exclude Kuchel's opinions that are related to claim 16's
pressure monitor means "because such opinions are in violation of the Scheduling Order
and Tempur did not dispute Select Comfort's allegations of infringement of that
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limitation in its claim chart." The Court previously declined to construe claim 16's
pressure monitor means:
The pretrial scheduling order required Tempur Sealy to serve a claim
chart on Select Comfort in which Tempur Sealy indicated "[t]he elements,
disclosed in [Select Comfort's] claim chart, that are present or absent in the
accused device," as well as "the basis for [the] contention" that "an element
is absent." "For claims under the doctrine of equivalents," Tempur Sealy
was required to give "an explanation how the elements of [its] products do
not have an equivalent function, way, or result, and why these differences
are substantial." The pretrial scheduling order stated that Tempur Sealy
"may amend its claim chart only ifthe parties stipulate to [its] proposed
amendment, or by leave of the Court for good cause shown."
In its claim chart, Select Comfort addressed claim 16's pressure
monitor means in the accused product: "The infringing product performs
the identical function specified in the claim and the structure is identical or,
alternatively, equivalent to the corresponding structure in the specification."
An explanation followed. In its response to Select Comfort's claim chart,
Tempur Sealy provided no noninfringement contentions with respect to
claim 16's pressure monitor means. The Court declines to construe
"pressure monitor means" in claim 16 at this time.
Although Tempur Sealy did not provide noninfringement contentions with respect to
claim 16' s pressure monitor means, it did propose a construction of claim 16 's pressure
monitor means in the parties' joint claim construction statement that differed from that of
Select Comfort.
"Claim construction is a matter of resolution of disputed meanings and technical
scope, to clarify and when necessary to explain what the patentee covered by the claims,
for use in the determination of infringement." US. Surgical Corp. v. Ethicon, Inc., 103
F.3d 1554, 1568 (Fed. Cir. 1997). "[C]laim construction may occasionally be necessary
in obviousness determinations, when the meaning or scope of technical terms and words
of art is unclear and in dispute and requires resolution in order to determine obviousness
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.... " Id. That Tempur Sealy failed to offer noninfringement contentions with respect to

claim 16 's pressure monitor means does not necessarily mean Kuchel' s invalidity
opinions that are related to claim 16's pressure monitor means should be exciuded.
Insofar as Select Comfort moved to exclude Kuchel's opinions that are based on
the pressure monitor means of claim 2, claim 6, or claim 16, the Court denies the motion.

b.

Kristopher Boushie

Select Comfort moved to exclude the opinions of Tempur Sealy's damages expert,
Boushie, about a product, a Funai pump, that Tempur Sealy claims is a noninfringing
alternative. Select Comfort asserted that his opinions about the Funai pump should be
excluded because they are based on unreliable evidence. The Court rejects this argument.
See Micro Chem., Inc. v. Lextron, Inc., 317 F.3d 1387, 1392 (Fed. Cir. 2003) ("When, as

here, the parties' experts rely on conflicting sets of facts, it is not the role of the trial court
to evaluate the correctness of facts underlying one expert's testimony."); Grain
Processing Corp. v. Am. Maize-Prods. Co., 185 F.3d 1341, 1349 (Fed. Cir. 1999) ("[A]n

alleged substitute not 'on the market' or 'for sale' during the infringement can figure
prominently in determining whether a patentee would have made additional profits 'but
for' the infringement.").
Next, Select Comfort asserted that Boushie's opinions formed upon reviewing the
Funai pump after submission of his report should be excluded. At his deposition, he
testified that he examined the Funai pump
He also testified that -
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Tempur Sealy asserted that Boushie
"offers no technical opinions or testimony (and has no intention of offering any technical
opinions or testimony at trial) regarding whether the Funai pump is, as a technological
matter, a non-infringing alternative." It does not appear that Boushie actually formed any
opinions that will be offered at trial based on his examination of the pump. To the extent
he did, the Court grants Select Comfort's motion and excludes them. See Fed. R. Evid.
702; Fed. R. Civ. P. 37(c)(l).
Finally, Select Comfort asserted that Boushie's opinions about the Funai pump
should be excluded because Tempur Sealy did not provide the pump to Select Comfort.
With certain exceptions, a party must provide to other parties "a copy-or a description
by category and location-of all documents, electronically stored information, and
tangible things that the disclosing party has in its possession, custody, or control and may
use to support its claims or defenses, unless the use would be solely for impeachment."
Fed. R. Civ. P. 26(a)(l)(A)(ii); see Fed. R. Civ. P. 26( e) (requiring party who made a
disclosure under Rule 26(a) to supplement it under certain circumstances). In response to
a request made by Select Comfort at Lueptow's deposition to inspect the Funai pump,
Tempur Sealy proposed that the inspection take place at the office of Tempur Sealy's
attorneys on the same day as Kuchel's deposition, which Abraham expected to attend, to
allow Tempur Sealy to depose Abraham about any new opinions he formed as a result of
the inspection at his upcoming second deposition. Kuchel's deposition took place, and
Select Comfort did not ask to inspect the Funai pump. A few days later, after the close of
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discovery, Select Comfort asked to inspect the Funai pump. Tempur Sealy declined. The
deadline to file nondispositive motions related to expert discovery passed. Select
Comfort did not file a motion to compel. Select Comfort did not take advantage of
Tempur Sealy' s offer to inspect the Funai pump, and Select Comfort did not otherwise
attempt to compel the pump's production. Insofar as Select Comfort moved to exclude
Boushie's opinions about the Funai pump on the ground that Tempur Sealy did not
provide the pump to Select Comfort, the Court denies Select Comfort's motion.

c.

Richard M. Lueptow

Select Comfort moved the exclude the opinions of Tempur Sealy's infringement
expert, Lueptow, about the Funai pump. Select Comfort asserted that the opinions should
be excluded because Tempur Sealy failed to produce the Funai pump to Select Comfort.
For the reasons set forth above, the Court rejects this argument.
Select Comfort argued that any opinions that Lueptow formed based on his review
of a Funai pump after submission of his report should be excluded. At his deposition,
Lueptow testified that he inspected a Funai pump one day after Abraham's deposition.
Select Comfort asked him,

Lueptow responded, -

The deposition continued:

Q:
A:
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Q:
A:
Q:
A:
Q:
A:

To the extent Lueptow formed opinions based on his physical examination of a Funai
pump, Tempur Sealy has not demonstrated that its failure to timely disclose them was
substantially justified or harmless. Insofar as Select Comfort moved to exclude
Lueptow's opinions that are based on his physical review of a Funai pump, the Court
grants the motion. See Wegener, 527 F.3d at 692.
Select Comfort also asserted that Lueptow' s construction of the pressure monitor
means limitations in claim 2 and claim 6 that is contrary to the Court construction should
be excluded. According to Tempur Sealy, Lueptow offered opinions that Tempur Sealy
does not infringe claims 2 and 6 under the Court's construction and that it does not
infringe claims 2 and 6 under a different construction. Insofar as Lueptow's opinions
contradict the Court's claim construction, they are excluded. See Exergen, 575 F.3d at
1321 ("Once a district court has construed the relevant claim terms, and unless altered by
the district court, then that legal determination governs for purposes of trial. No party
may contradict the court's construction to a jury.").
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Finally, Select Comfort asserted that Lueptow's noninfringement opinions based
on claim 16's pressure monitor means limitation should be excluded because Tempur
Sealy did not include any noninfringement contentions with respect to the limitation in
Tempur Sealy's claim chart. As noted above, Tempur Sealy did not provide any
noninfringement contentions with respect to claim 16's pressure monitor means
notwithstanding the requirements of the pretrial scheduling order. The Court excludes
Lueptow's noninfringement opinions that are based on claim 16's pressure monitor
means. See Howmedica Osteonics Corp. v. Zimmer, Inc., 822 F.3d 1312, 1324-25 (Fed.
Cir. 2016) ("Stryker never sought to amend its infringement contentions to include the
[doctrine of equivalents], so it cannot demonstrate that it satisfied the [local patent rules]
requirements. Although the result may seem harsh, we find no abuse of discretion in the
district court applying its rather clearly stated rule."); Genentech, Inc. v. Amgen, Inc., 289
F.3d 761, 773-74 (Fed. Cir. 2002) ("[T]he district court did not abuse its discretion by
enforcing the Local Rule and precluding Genentech from asserting infringement under
the doctrine of equivalents when Genentech did not include that theory in its claim
chart.").

B.

Summary judgment
Summary judgment is proper "ifthe movant shows that there is no genuine dispute

as to any material fact and the movant is entitled to judgment as a matter of law." Fed. R.
Civ. P. 56(a). To support an assertion that a fact cannot be or is genuinely disputed, a
party must cite "to particular parts of materials in the record," show "that the materials
cited do not establish the absence or presence of a genuine dispute," or show "that an
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adverse party cannot produce admissible evidence to support the fact." Fed. R. Civ. P.
56(c)(l)(A)-(B). "The court need consider only the cited materials, but it may consider
other materials in the record." Fed. R. Civ. P. 56(c)(3). In determining whether
summary judgment is appropriate, a court must view genuinely disputed facts in the light
most favorable to the nonmovant, Ricci v. DeStefano, 557 U.S. 557, 586 (2009), and
draw all justifiable inferences from the evidence in the nonmovant's favor, Anderson v.
Liberty Lobby, Inc., 477 U.S. 242, 255 (1986).

1.

Tempur Sealy's motion

Tempur Sealy moved for summary judgment on the issues of damages and
invalidity. Tempur Sealy asserted that Select Comfort may not recover lost profits, that
Select Comfort's calculations of a reasonable royalty violate the entire market value rule,
and that the asserted claims are invalid as obvious.

a.

Lost profits

Tempur Sealy asserted that summary judgment on Select Comfort's claim oflost
profits is appropriate because Select Comfort may not recover the lost profits of Select
Comfort's subsidiary and because Select Comfort failed to offer any evidence to prove
the second Panduit factor. Select Comfort responded that it may pursue lost profits that
would have flowed inexorably to it from its subsidiary and that it can meet its burden to
prove lost profits. 1

Tempur Sealy moved to exclude certain evidence that Select Comfort submitted to
support its opposition to Tempur Sealy' s motion for summary judgment. The Court
denies without prejudice Tempur Sealy' s motion to exclude. It appears that Tempur
Sealy decided not to request a deposition of the individual who is the subject of its
24

The Federal Circuit has not adopted the "inexorable flow" theory. Mars, Inc. v.
Coin Acceptors, Inc., 527 F.3d 1359, 1367 (Fed. Cir. 2008) ("Because we conclude that
MEi's profits did not-as Mars argued-flow inexorably to Mars, we ... need not decide
whether a parent company can recover on a lost profits theory when profits of a
subsidiary actually do flow inexorably up to the parent."), mandate recalled and amended
on other grounds, 557 F.3d 1377 (Fed. Cir. 2009). It has stated that "a patentee may not
claim, as its own damages, the lost profits of a related company." Warsaw Orthopedic,
Inc. v. NuVasive, Inc., 778 F.3d 1365, 1375 (Fed. Cir. 2015),judgment vacated sub nom.
Medtronic Sofamor Danek USA, Inc. v. NuVasive, Inc., 136 S. Ct. 893 (2016), and
opinion reinstated in part, 824 F.3d 1344 (Fed. Cir. 2016). The Federal Circuit has "long
recognized that the lost profits must come from the lost sales of a product or service the
patentee itself was selling." Id. at 1376.
Here, Select Comfort's claim for lost profits includes the lost profits of its wholly
owned subsidiary, Select Comfort Retail Corporation (Select Retail).

motion based on responses given by one of Select Comfort's 30(b)(6) witnesses after a
telephone conference with the individual during a break in the deposition.
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At his deposition, Schwartz testified that he did not distinguish the lost profits of
Select Comfort from those of Select Retail. He calculated what he characterized as "the
rolled-up profits." That Select Comfort consolidates its financial statements does not
demonstrate an inexorable flow of profits from Select Retail to Select Comfort, even if
the inexorable flow theory provides a permissible basis to award lost profits.
In addition to arguing that Select Comfort improperly claimed the lost profits of

Select Retail, Tempur Sealy asserted that Select Comfort did not demonstrate Select
Comfort's entitlement to lost profits because Select Comfort failed to offer evidence to
demonstrate the absence of acceptable noninfringing alternatives. See Mentor Graphics,
851 F.3d at 1285-86 (discussing Panduit factors). Tempur Sealy identified several
competing airbeds, including one offered by Boyd, and pumps as acceptable
noninfringing alternatives. Select Comfort asserted that the Boyd pump is not an
acceptable noninfringing alternative because "[t]he Boyd pump is effectively the same
pump sold by Tempur." The deposition testimony that Select Comfort cited to support
the assertion indicates that Boyd's pump and Tempur Sealy's pump were substantially
similar. Select Comfort did not address whether the Boyd pump's differences are
immaterial for the purpose of an infringement determination. Viewing the record in the
light most favorable to Select Comfort, the Court concludes that Select Comfort did not
demonstrate the absence of acceptable noninfringing alternatives. The Court grants
Tempur Sealy's motion for summary judgment on Select Comfort's claim for damages
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based on lost profits. See Kearns v. Chrysler Corp., 32 F.3d 1541, 1551-52 (Fed. Cir.
1994).

b.

Reasonable royalty

Tempur Sealy moved for summary judgment on Select Comfort's claim for
damages based on a reasonably royalty. The parties essentially repeated or incorporated
the arguments that they made in connection with Tempur Sealy's motion to exclude
Schwartz's opinions regarding a reasonably royalty. Under these circumstances, the
Court denies Tempur Sealy's motion insofar as Tempur Sealy sought summary judgment
on Select Comfort's claim for damages based on a reasonable royalty. See Info-Hold,

Inc. v. Muzak LLC, 783 F.3d 1365, 1372 (Fed. Cir. 2015) ("[W]e explained that a
patentee's failure to show that its royalty estimate is correct is insufficient grounds for
awarding a royalty of zero. By extension, the exclusion of the patentee's damages
evidence is not sufficient to justify granting summary judgment." (citation omitted)).

c.

Invalid as obvious

Tempur Sealy asserted that summary judgment is appropriate because the asserted
claims are invalid as obvious. It relied on five prior art references to support its
argument: (1) the CFCS; (2) the UFCS2; (3) U.S. Patent No. 5,509,154 (Shafer); (4) U.S.
Patent No. 3,784,994 (Kery); and (5) U.S. Patent No. 5,232,353 (Grant). Select Comfort
asserted that the references do not disclose all of the elements of the asserted claims.
Even if they did, Select Comfort argued that Tempur Sealy failed to demonstrate that one
of ordinary skill in the art would have had a reason to combine the references to achieve
the claimed invention and a reasonable expectation of success from doing so.
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"A patent shall be presumed valid. . . . The burden of establishing invalidity of a
patent or any claim thereof shall rest on the party asserting such invalidity." 35 U.S.C.
§ 282(a) (2012). An invalidity defense must be proved by clear and convincing evidence.

Microsoft Corp. v. i4i Ltd. P'ship, 564 U.S. 91, 95 (2011). "A patent is invalid for
obviousness 'if the differences between the subject matter sought to be patented and the
prior art are such that the subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in the art to which said subject
matter pertains."' CircuitCheckinc. v. QXQinc., 795F.3d 1331, 1334-35 (Fed. Cir.
2015) (quoting 35 U.S.C. § 103(a) (2006)); see KSR Int'l Co. v. Teleflex Inc., 550 U.S.
398, 406-07 (2007). "Obviousness is a question oflaw based on underlying facts .... "

MobileMedia Ideas LLC v. Apple Inc., 780 F.3d 1159, 1167 (Fed. Cir. 2015). "The
underlying factual inquiries include: (1) the scope and content of the prior art, (2) the
differences between the prior art and the claims at issue, (3) the level of ordinary skill in
the art, and (4) any relevant objective considerations, such as commercial success, long
felt but unsolved needs, and the failure of others." Circuit Check, 795 F.3d at 1335; see

KSR, 550 U.S. at 406; Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 17-18 (1966).
"[A] patent composed of several elements is not proved obvious merely by
demonstrating that each of its elements was, independently, known in the prior art."

KSR, 550 U.S. at 418. "[I]t can be important to identify a reason that would have
prompted a person of ordinary skill in the relevant field to combine the elements in the
way the claimed new invention does." Id.; see Meta/craft of Mayville, Inc. v. Toro Co.,
848 F.3d 1358, 1366 (Fed. Cir. 2017) ("In determining whether there would have been a
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motivation to combine prior art references to arrive at the claimed invention, it is
insufficient to simply conclude the combination would have been obvious without
identifying any reason why a person of skill in the art would have made the
combination."). "In the case of a combination of references that together disclose all the
limitations of the claimed invention, the adjudicator must determine whether there was an
'apparent reason to combine the known elements in the fashion claimed by the patent at
issue,' and whether a person of skill in the art at the time of the invention would have had
a 'reasonable expectation of success' in pursuing that combination." Los Angeles

Biomedical Research Inst. at Harbor-UCLA Med. Ctr. v. Eli Lilly & Co., 849 F.3d 1049,
1064 (Fed. Cir. 2017) (citation omitted).
For present purposes, Tempur Sealy accepted Abraham's definition of a person of
ordinary skill in the art. He defined a person of ordinary skill in the art as one who has a
"Bachelor of Science or Engineering degree, or equivalent, with familiarity with valve
mechanisms and fluid mechanics described in the literature and known in the field as of
July 1997."

Claims 2 and 6
The focus of the parties' dispute about obviousness is the pressure monitor means
in claims 2 and 6. The Court previously construed pressure monitor means in claims 2
and 6 under 35 U.S.C. § 112 ,-i 6. The Court concluded that the claimed function is
continuously monitoring the pressure in the at least one bladder while the at least one
bladder is being inflated or deflated. The Court identified the corresponding structure as
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a port on the valve enclosure assembly designed to receive a tube, a tube for conveying
pressure to a pressure sensor, and a pressure sensor.2
The prior art that Tempur Sealy cited does not disclose continuous monitoring of
the pressure in a bladder while the bladder is being inflated or deflated by a port on a
valve enclosure assembly designed to receive a tube, a tube for conveying pressure to a
pressure sensor, and a pressure sensor. The CFCS does not monitor pressure. Grant does
not disclose pressure monitoring. As noted above, Tempur Sealy may not assert the
UFCS2 to support its invalidity defense. In Shafer, pressure in an air bladder is checked
at regular intervals during the bladder's inflation or deflation. A solenoid valve closes an
air outlet, which is connected to the bladder and to a pressure sensor. After a few
seconds pass to allow the air pressure to stabilize, the bladder's pressure is calculated. In
the alternative, back pressure, which can be correlated to a particular bladder pressure
with the valve closed, can be monitored with the valve open. The bladder pressure may
then be checked with the valve closed. '154 Patent col. 15 1. 29 to col. 16 1. 41. Kery
discloses an air bed that contains a plurality of air springs. Air tubes connect the air

2

The parties recently submitted letters that discussed a matter before the United
States International Trade Commission. According to Tempur Sealy, "the Commission
affirmed that it is the processor and not the pressure sensor or transducer that
continuously monitors the pressure in the claims." In this case, Tempur Sealy previously
maintained that the structure of the pressure monitor means does not include the
processor. For instance, with respect to the pressure monitor means in claims 2 and 6,
Tempur Sealy stated in its response to Select Comfort's claim chart, "Since the claim
limitation describes the pressure monitor means as being operably coupled to the
processor, the structure for this limitation cannot be the processor itself." In its opening
claim construction brief, Tempur Sealy asserted that the structure of the pressure monitor
means in claims 2, 6, and 16 is "a pressure sensor in combination with a tube for
conveying pressure to the pressure sensor."
30

springs to valves that extend into a distributor. A table in the distributor may be raised to
open the valves by depressing pins or lowered to close the valves by releasing the pins.
A manometer is in communication with the distributor's interior. To inflate the air
springs, a compressor forces air into the distributor, and the valves are opened until the
desired pressure is reached as indicated by the manometer. To deflate the air springs, the
valves are opened, and an exhaust valve on the distributor is depressed. '994 Patent col.
4 1. 35 to col. 5 1. 34.
Abraham testified that
He

nevertheless stated in his report that

At his
deposition, he testified that

Viewing the record in the light most favorable to Select Comfort, the Court denies
Tempur Sealy's motion insofar as Tempur Sealy asse1ied claims 2 and 6 of the' 172
Patent are invalid as obvious.
Claim 16

Acknowledging that claim 16's pressure monitor means differs from the pressure
monitor means of claims 2 and 6, Tempur Sealy essentially repeated its arguments
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directed to the pressure monitor means of claims 2 and 6 to demonstrate the invalidity of
claim 16. The Court denies Tempur Sealy's motion insofar as Tempur Sealy asserted
claim 16 is invalid as obvious. 3

2.

Select Comfort's motion

In its motion for partial summary judgment, Select Comfort sought summary
judgment on the issues of infringement of claims 6 and 16. Select Comfort also sought
summary judgment on Tempur Sealy's counterclaim that the asserted claims are invalid
as obvious. Tempur Sealy asserted that there are genuine issues of material fact with
respect to the issues of infringement and that the as.serted claims are invalid as obvious.

a.

Infringement

An infringement analysis has two steps. First, the court determines the meaning
and scope of the patent claims asserted. Tinnus Enters., LLC v. Telebrands Corp., 846
F.3d 1190, 1203 (Fed. Cir. 2017); Grober v. Mako Prods., Inc., 686 F.3d 1335, 1344
(Fed. Cir. 2012). Second, the court compares the properly construed claims to the
allegedly infringing device. Tinnus Enters., 846 F.3d at 1203; Grober, 686 F.3d at 1344.
Claim construction is a question of law, and infringement is a question of fact. Monsanto
Co. v. Syngenta Seeds, Inc., 503 F.3d 1352, 1356 (Fed. Cir. 2007).
There is evidence in the record that would support a finding that the accused
products do not infringe claim 6 or claim 16 of the' 172 Patent. For example, each claim
recites "an enclosure defining a substantially fluidly sealed air chamber and having at

3

The Court will address the construction of claim 16' s pressure monitor means in
connection with final pretrial proceedings.
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least one air inlet to the air chamber being fluidly coupled to the pump." At his
deposition, Abraham described the enclosure of the accused products as

Viewing the record in the light most favorable to Tempur Sealy, a
reasonable finder of fact could find that the accused products do not infringe claims 6 and
16. The Court denies Select Comfort's motion insofar as Select Comfort moved for
summary judgment on the issue of infringement of claims 6 and 16.

b.

Invalidity

Select Comfort sought summary judgment on Tempur Sealy's counterclaim that
the asserted claims are invalid as obvious. Select Comfort individually addressed several
prior art references to support its argument. The Court denies Select Comfort's motion
on the issue of obviousness. See KSR, 550 U.S. at 417-18 ("Often, it will be necessary
for a court to look to interrelated teachings of multiple patents; the effects of demands
known to the design community or present in the marketplace; and the background
knowledge possessed by a person having ordinary skill in the art, all in order to determine
whether there was an apparent reason to combine the known elements in the fashion
claimed by the patent at issue.").
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III.

CONCLUSION

The Court will issue a separate order that is consistent with this Memorandum.
Dated: June 23, 2017
s/ Joan N. Ericksen
JOANN. ERICKSEN
United States District Judge
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